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ARGUMENT(S)

Simultaneous with the Notice of Appeal filed separately today with the TTAB, Applicant hereby sets
forth the following Request for Reconsideration in addition to the arguments and evidence Applicant
has submitted previously:
 
Applicant’s Mark is Not Primarily Merely a Surname
 
1.  Non-Surname Significance of the Term NASH.
 
The question of whether a mark is “primarily merely a surname” is not whether the mark has some
surname significance, but whether, in the context of the goods or services at issue, the non-surname
significance is the mark’s primary significance to the purchase public, thus eclipsing and relegating the
mark’s surname significance to secondary rather than primary status.
 
That is the case here:  despite any surname significance the term NASH may have, consumers
encountering Applicant’s use of the mark NASH in the context of the covered goods and services will
primarily perceive NASH not as a surname but as a term that connotes Nashville, country music and the
associated country lifestyle. 
 
To help illustrate that fact, attached herewith are examples of how consumers will encounter
Applicant’s use of NASH, including examples of (i) Applicant’s use of some of its NASH-based
marks and (ii) third-party references to Applicant’s use of NASH.
 
In addition, attached herewith are examples of how third-parties are currently using the term NASH to
suggest NASHVILLE (e.g., NASHVEGAS, NASH-UP, NASHTRASH TOURS, NASHPRENEUR,
NETWORK IN NASH, SHOOTING IN SOUTH NASH, NASHTAG and NASHVEGGIE).  Such
examples further illustrate that consumers are likely to perceive Applicant’s mark as playing on the
Nashville/country connotations of the term NASH.   
 
Applicant also again emphasizes that NASH is a relatively rare surname and that NASH does not have
the look and feel of a surname.
 



Furthermore, to Applicant’s knowledge, NASH is not the surname of anyone connected with the
Applicant, and Applicant’s adoption of the mark NASH was not intended to signify or suggest a
surname.
 
2.  Additional Matter in Mark Precludes Mark from Being Primarily Merely a Surname.
 
If the wording combined with a surname is capable of functioning as a mark (i.e., matter that is
arbitrary, suggestive, or merely descriptive of the goods or services), the mark is not considered to be
primarily merely a surname under §2(e)(4).  TMEP 1211.01(b)(vi).
 
And in determining whether the wording combined with a surname is “merely descriptive” rather than
generic, there is a two-part test used to determine whether a designation is generic: (1) What is the
genus of goods or services at issue? and (2) Does the relevant public understand the designation
primarily to refer to that genus of goods or services? H. Marvin Ginn Corp. v. Int'l Ass’n of Fire Chiefs,
Inc., 782 F.2d 987, 990, 228 U.S.P.Q. 528, 530 (Fed. Cir. 1986). The test turns upon the primary
significance that the term would have to the relevant public.
 
Here, the term CHANNEL may describe some characteristics of some of Applicant’s goods and
services, but the term CHANNEL is not the generic term used to refer to the genus of goods and
services at issue.  Furthermore, the Examining Attorney has the burden of proving that a term is generic
by clear evidence. In re Merrill Lynch, Pierce, Fenner & Smith Inc., 828 F.2d 1567, 4 U.S.P.Q. 2d 1141
(Fed. Cir. 1987).
 
3.  If Any Doubt, Refusal Should be Withdrawn.
 
The Board has previously confirmed that if there is any doubt as to whether a term is primarily merely a
surname, the Board will resolve the doubt in favor of the applicant.  Yeley, 85 U.S.P.Q.2d at 1151;
Benthin, 37 U.S.P.Q.2d at 1334.  Even if the arguments and evidence submitted herewith have not
entirely convinced the Examining Attorney of Applicant’s position, certainly there is at least some
doubt on this issue, in which case the refusal should be withdrawn.
 
*   *   *
 
Based on the foregoing, Applicant respectfully requests that the application be published for opposition. 
Thank you.
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DESCRIPTION OF
EVIDENCE FILE

screenshots and printouts of webpages showing use of NASH by Applicant
and third parties

GOODS AND/OR SERVICES SECTION (041)(current)

INTERNATIONAL
CLASS 041

DESCRIPTION

Radio and television broadcasting services; conducting award ceremonies; printed publications, namely,
entertainment magazines; providing online publications in the nature of entertainment magazines;
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providing a website featuring online radio broadcasting, online television broadcasting, and
entertainment news, events and information

FILING BASIS Section 1(b)

GOODS AND/OR SERVICES SECTION (041)(proposed)

INTERNATIONAL
CLASS 041

TRACKED TEXT DESCRIPTION

Radio and television broadcasting services; Entertainment, namely, production of award show
ceremonies; conducting award ceremonies; providing online publications in the nature of entertainment
magazines; printed publications, namely, entertainment magazines; providing a website featuring online
radio broadcasting, online television broadcasting, and entertainment news, events and information

FINAL DESCRIPTION

Entertainment, namely, production of award show ceremonies; providing online publications in the
nature of entertainment magazines; providing a website featuring online radio broadcasting, online
television broadcasting, and entertainment news, events and information

FILING BASIS Section 1(b)

GOODS AND/OR SERVICES SECTION (016)(class added)

INTERNATIONAL
CLASS 016

DESCRIPTION Printed publications, namely, entertainment magazines

FILING BASIS Section 1(b)

GOODS AND/OR SERVICES SECTION (038)(class added)

INTERNATIONAL
CLASS 038

DESCRIPTION Radio and television broadcasting services

FILING BASIS Section 1(b)

PAYMENT SECTION

NUMBER OF CLASSES 2

FEE PER CLASS 325

TOTAL FEES DUE 650

SIGNATURE SECTION

DECLARATION
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The filing Attorney has elected not to submit the signed declaration, believing
no supporting declaration is required under the Trademark Rules of Practice.

RESPONSE SIGNATURE /Robert B. Burlingame/

SIGNATORY'S NAME Robert B. Burlingame



SIGNATORY'S
POSITION Attorney of record, California bar member

SIGNATORY'S PHONE
NUMBER 415-983-1274

DATE SIGNED 01/10/2014

AUTHORIZED
SIGNATORY YES

CONCURRENT APPEAL
NOTICE FILED NO
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 85778630 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

Simultaneous with the Notice of Appeal filed separately today with the TTAB, Applicant hereby sets forth
the following Request for Reconsideration in addition to the arguments and evidence Applicant has
submitted previously:
 
Applicant’s Mark is Not Primarily Merely a Surname
 
1.  Non-Surname Significance of the Term NASH.
 
The question of whether a mark is “primarily merely a surname” is not whether the mark has some
surname significance, but whether, in the context of the goods or services at issue, the non-surname
significance is the mark’s primary significance to the purchase public, thus eclipsing and relegating the
mark’s surname significance to secondary rather than primary status.
 



That is the case here:  despite any surname significance the term NASH may have, consumers
encountering Applicant’s use of the mark NASH in the context of the covered goods and services will
primarily perceive NASH not as a surname but as a term that connotes Nashville, country music and the
associated country lifestyle. 
 
To help illustrate that fact, attached herewith are examples of how consumers will encounter Applicant’s
use of NASH, including examples of (i) Applicant’s use of some of its NASH-based marks and (ii) third-
party references to Applicant’s use of NASH.
 
In addition, attached herewith are examples of how third-parties are currently using the term NASH to
suggest NASHVILLE (e.g., NASHVEGAS, NASH-UP, NASHTRASH TOURS, NASHPRENEUR,
NETWORK IN NASH, SHOOTING IN SOUTH NASH, NASHTAG and NASHVEGGIE).  Such
examples further illustrate that consumers are likely to perceive Applicant’s mark as playing on the
Nashville/country connotations of the term NASH.   
 
Applicant also again emphasizes that NASH is a relatively rare surname and that NASH does not have the
look and feel of a surname.
 
Furthermore, to Applicant’s knowledge, NASH is not the surname of anyone connected with the
Applicant, and Applicant’s adoption of the mark NASH was not intended to signify or suggest a surname.
 
2.  Additional Matter in Mark Precludes Mark from Being Primarily Merely a Surname.
 
If the wording combined with a surname is capable of functioning as a mark (i.e., matter that is arbitrary,
suggestive, or merely descriptive of the goods or services), the mark is not considered to be primarily
merely a surname under §2(e)(4).  TMEP 1211.01(b)(vi).
 
And in determining whether the wording combined with a surname is “merely descriptive” rather than
generic, there is a two-part test used to determine whether a designation is generic: (1) What is the genus
of goods or services at issue? and (2) Does the relevant public understand the designation primarily to
refer to that genus of goods or services? H. Marvin Ginn Corp. v. Int'l Ass’n of Fire Chiefs, Inc. , 782 F.2d
987, 990, 228 U.S.P.Q. 528, 530 (Fed. Cir. 1986). The test turns upon the primary significance that the
term would have to the relevant public.
 
Here, the term CHANNEL may describe some characteristics of some of Applicant’s goods and services,
but the term CHANNEL is not the generic term used to refer to the genus of goods and services at issue. 
Furthermore, the Examining Attorney has the burden of proving that a term is generic by clear evidence.
In re Merrill Lynch, Pierce, Fenner & Smith Inc., 828 F.2d 1567, 4 U.S.P.Q. 2d 1141 (Fed. Cir. 1987).
 
3.  If Any Doubt, Refusal Should be Withdrawn.
 
The Board has previously confirmed that if there is any doubt as to whether a term is primarily merely a
surname, the Board will resolve the doubt in favor of the applicant.  Yeley, 85 U.S.P.Q.2d at 1151;
Benthin, 37 U.S.P.Q.2d at 1334.  Even if the arguments and evidence submitted herewith have not entirely
convinced the Examining Attorney of Applicant’s position, certainly there is at least some doubt on this
issue, in which case the refusal should be withdrawn.
 
*   *   *
 



Based on the foregoing, Applicant respectfully requests that the application be published for opposition. 
Thank you.
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Evidence-9
Evidence-10
Evidence-11
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Evidence-17
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Evidence-20
Evidence-21
Evidence-22
Evidence-23
Evidence-24
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CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant proposes to amend the following class of goods/services in the application:
Current: Class 041 for Radio and television broadcasting services; conducting award ceremonies; printed
publications, namely, entertainment magazines; providing online publications in the nature of
entertainment magazines; providing a website featuring online radio broadcasting, online television
broadcasting, and entertainment news, events and information
Original Filing Basis:
Filing Basis: Section 1(b), Intent to Use: The applicant has had a bona fide intention to use or use
through the applicant's related company or licensee the mark in commerce on or in connection with the
identified goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

Proposed:
Tracked Text Description: Radio and television broadcasting services; Entertainment, namely,
production of award show ceremonies; conducting award ceremonies; providing online publications in the
nature of entertainment magazines; printed publications, namely, entertainment magazines; providing a
website featuring online radio broadcasting, online television broadcasting, and entertainment news,
events and information

Class 041 for Entertainment, namely, production of award show ceremonies; providing online publications
in the nature of entertainment magazines; providing a website featuring online radio broadcasting, online
television broadcasting, and entertainment news, events and information
Filing Basis: Section 1(b), Intent to Use: The applicant has a bona fide intention to use or use through
the applicant's related company or licensee the mark in commerce on or in connection with the identified
goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

Applicant hereby adds the following class of goods/services to the application: 
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New: Class 016 for Printed publications, namely, entertainment magazines
Filing Basis: Section 1(b), Intent to Use: The applicant has a bona fide intention to use or use through
the applicant's related company or licensee the mark in commerce on or in connection with the identified
goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

Applicant hereby adds the following class of goods/services to the application: 
New: Class 038 for Radio and television broadcasting services
Filing Basis: Section 1(b), Intent to Use: The applicant has a bona fide intention to use or use through
the applicant's related company or licensee the mark in commerce on or in connection with the identified
goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

FEE(S)
Fee(s) in the amount of $650 is being submitted.

SIGNATURE(S)
Declaration Signature
I hereby elect to bypass the submission of a signed declaration, because I believe a declaration is not
required by the rules of practice. I understand that the examining attorney could still, upon later review,
require a signed declaration.
Request for Reconsideration Signature
Signature: /Robert B. Burlingame/     Date: 01/10/2014
Signatory's Name: Robert B. Burlingame
Signatory's Position: Attorney of record, California bar member

Signatory's Phone Number: 415-983-1274

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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